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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Status of objections and rejections 

1 . Office acknowledges the receipt of Applicant's response filed on April 1 8, 2007. 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. Claims 38-40, and 50-55 are pending. Claims 38-40, and 50-55 
are examined on merits in the instant Office action. All previous claim objections and 
rejections not set forth below have been withdrawn In view of claim amendments. This 
action is made FINAL. 

Election/Restrictions 

2. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Objections 

3. Claims 38, 39, 50, 51 , 52, and 55 are objectejd to because of the following 
informalities: 

In claim 38, line 2, replace "a" after "comprising" and before "genomic" with ~the- 
In claim 39, line 2, replace "an" after "comprising" and before "amino acid" with ~ 

the--. 
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In claim 50, line 2, insert -of same species- after "a wild-type plant" and before 
", produced". 

In claim 50, line 4, replace "an" after "comprising" and before "amino acid" with - 

the-. 

In claim 51, line 5, insert -of- before "SEQ ID NO: 63. 
In claims 52 and 55, line 1 , replace "modified" with -transformed-. 
In claim 55, it is suggested to delete "and expressing" in line 2, and insert ~, and 
wherein said seed expresses the nucleic acid sequence- at the end of claim. 
Appropriate action/corrections are required. 

Claim Rejections -35USC§112 
4. Claims 38-40, and 50-55 remain rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for a genetically transformed rice plant 
comprising disruption of its endogenous genomic sequence of SEQ ID NO: 29 encoding 
the polypeptide of SEQ ID NO: 63, and wherein said disruption is due to the insertion of 
a T-DNA sequence in said genomic sequence, or a transgenic plant or seed 
transformed with a nucleotide sequence encoding the polypeptide of SEQ ID NO: 63, 
does not reasonably provide enablement for a) a nucleic acid sequence which 
increases or decreases the expression activity of a protein of SEQ ID NO: 63, and b) 
introducing and expressing a nucleic acid sequence encoding SEQ ID NO: 63 in a seed 
by a method other than transformation. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to use the 
invention commensurate in scope with these claims for the reasons of record stated in 
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previous Office action mailed on 10/20/2006. Tliis rejection is also necessitated due to 
claim amendment filed in the paper of April 18, 2007. Applicant traversal filed in the 
paper of April 1 8, 2007 did not include any arguments. 

Claim 50 is directed to any nucleic acid sequence which has the ability to 
increase or decrease the expression activity of SEQ ID NO: 63 in said plant. The claim 
encompasses overexpression or suppression of endogenous nucleic acid sequence 
encoding SEQ ID NO: 63 by any nucleic acid sequence which has been introduced into 
a plant. The claim also encompasses any transgenic nucleic acid sequence having the 
ability to increase or decrease the activity of endogenous SEQ ID NO: 63 protein in said 
plant. The claim encompasses transgenic sequence(s) that are unrelated to the 
endogenous nucleic acid sequence encoding the polypeptide of SEQ ID NO: 63. 
Applicant's attention is drawn to pages 10-11 of Office action mailed on 10/20/2006, 
wherein Office has clearly discussed various issues related to unpredictability of 
pverexpressing a nucleic acid sequence encoding a protein which has less than 100% 
sequence identity to instant SEQ ID NO: 63. Applicant's attention is also drawn to 
pages 12 to 13 of Office action mailed on 10/20/2006, wherein issues related to the 
unpredictability of using antisense or cosuppression based approaches of decreasing 
expression of an endogenous nucleic acid sequence are discussed. Applicants have 
failed to address these issues in their response of April 18, 2007. 

Claim 55 is directed to a genetically modifying a seed by introducing and 
expressing a nucleic acid sequence into said seed. The specification provides guidance 
on making genetically modified seed by transforming and expressing a nucleic acid 
sequence encoding SEQ ID NO: 63. But specification does not provide guidance on 
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making a genetically modified seed comprising introducing and expressing SEQ ID NO: 
63 in any manner other than transforming a plant with SEQ ID NO: 29. The genetically 
modified seed encompasses anv type of modification, and the sDecification does not 
provide guidance on such modifications. In the absence of guidance, undue 
experimentation would have been required by a skilled artisan at the time the claimed 
invention was made to determine how to produce a genetically modified seed by a 
method that comprises expression of SEQ ID NO: 63 without transforming the plant with 
a nucleotide sequence encoding SEQ ID NO: 63. 

Accordingly, it is maintained that undue experimentation would have been 
required at the time the claimed invention was made to practice the invention 
commensurate in scope with these claims 

5. Claim 40 remains rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention, for the reasons of record stated in the Office action mailed on 10/20/2006. 
Applicants traversed the rejection in the paper filed on April 18, 2007. 

Applicants state that a deposit of the transfonned rice plant 1c-1 09-35 will be 
made during the pendency of the instant Application (response, page 9, lines 7-8). The 
rejection is maintained. 

6. Claims 50, 53, and 54 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
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convey to one skilled in the relevant art that the jnventor(s), at the time the application 
was filed, had possession of the claimed invention. This rejection has been 
necessitated due to amendment in claim 50. Claims 53 and 54 are also rejected 
because they fail to overcome the deficiency of claim 50. 

Claim 50 is directed to any nucleic acid sequence which increases or decreases 
the expression activity of SEQ ID NO: 63 in a genetically transformed plant. The 
specification does not have adequate written description for the genus of sequences 
which increase or decrease expression or activity of SEQ ID NO: 63 in a genetically 
transformed plant under current written description guidelines. Specification does not 
describe undisclosed structures of Applicant's broadly claimed genus, and one skilled in 
the art cannot reliably predict the structure of these sequences based upon the 
disclosure of SEQ ID NOs: 29 and 63. 

Furthermore, Applicants have failed to correlate the structures of their broadly 
claimed genus to the function of increasing or decreasing the activity or expression of 
SEQ ID NO: 63. Further, Applicants have failed to describe conserved functional 
domains that are shared by these undisclosed structures encompassed by their broadly 
claimed genus. It is thus evident that Applicants have failed to reduce their broadly 
claimed genus to practice. 

Accordingly, there is lack of adequate description to inform a skilled artisan that 
applicant was in possession of the claimed invention at the time of filing. See Written 
Description guidelines published in Federal RegisterA/ol.66, No. 4/Friday, January 5, 
2001 /Notices; p. 1099-1111. 
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Given the claim breadth and lack of guidance as discussed above, the 
specification does not provide written description of the genus broadly claimed. 
Accordingly, one skilled In the art would not have recognized Applicants to have been in 
possession of the claimed invention at the time of filing. 

Claim Rejections - 35 USC § 103 
7. Claims 38-40, and 50-54 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Buell et al. (EMBL/GenBank/DDBJ databases. Sequence Accession 
No. Q851M9, Published December 2001) in view of Jeon et al. (The Plant Journal, 
22:561-570, 2000) for the reasons of record stated in the Office action mailed on 
10/20/2006. Applicants traverse the rejection in the paper filed on April 18, 2007. 

Applicants argue that Buell and Jeon fail to provide a disclosure, suggestion or 
motivation to combine these references to arrive at the presently claimed invention. 
Applicants further argue that neither Jeon nor Buell provide any motivation or 
suggestion to disrupt the claimed gene sequence (response, page 10, lines 7-20). 

Applicant's arguments were fully considered but were not found to be persuasive. 
It is maintained that it would have been obvious for one of the ordinary skill in the art to 
disrupt Buell et al. nucleic sequence encoding an ammonium transporter by producing a 
T-DNA tagged line of rice plant using any method of gene disruption including the one 
taught by Jeon et al. It Is further maintained that it would have been obvious at the time 
the claimed invention was made to use a gene-specific probe for the ammonium 
transporter gene derived from Buell et al. teachings to identify the T-DNA tagged line of 
rice comprising disruption in said ammonium transporter gene. The motivation to do so 
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comes from Jeon et al. who teach the usefulness of using T-DNA mutiagenesis based 
approach for studying gene function. It is maintained that one of ordinary skill in the art 
would have been motivated to disrupt endogenous ammonium transporter gene through 
T-DNA mutagenesis approach of Jeon et al. to study the function of Buell et al. 
sequence with reasonable expectation of success. 

It is important to note that the test for obviousness is not whether the features of 
a secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or 
all of the references. Rather, the test is what the combined teachings of the references 
would have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 
413, 208 USPQ 871 (CCPA 1981). 

In response to applicant's argument that ther^ is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, one of ordinary 
skill in the art would have arrived at the instantly claimed invention by combining the 
teachings of Buell et al., and Jeon et al. with reasonable expectation of success. 

Thus, it is maintained that the claimed invention as a whole is prima facie 
obvious over the combined teachings of the prior art. 
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8. Claims 50-55 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Buell et al. (EMBI_/GenBanl</DDBJ databases, Sequence Accession No. Q851l\/I9 
Published December 2001) in view of Valvekens et al. (PNAS, 85:5536-5540, 1988), 
and Howitt et al. (Biochimica et Biophysica Acta, 1465:152-170, 2000) for the reasons 
of record stated in the Office action mailed on 10/20/2006. Applicants traverse the 
rejection in the paper filed on April 18, 2007. 

Applicants argue that neither Howitt nor Valvekens disclose or suggest the use or 
tagging of the instantly claimed gene sequence. Applicants further argue that there is 
no motivation found in any of the cited references to use the sequence of Buell to effect 
any purpose. Applicants further argue that Examiner has used hindsight reconstruction 
to arrive at the claimed invention. Applicants further argue that none of the references 
provide motivation to arrive at the claimed invention (response, page 11, lines 12-21). 

Applicant's arguments were fully considered but were not found to be persuasive. 
It is maintained that it would have been obvious for one of the ordinary skill in the art to 
use Buell et al. nucleic sequence encoding the ammonium transporter, in a method of 
producing a transgenic plant and seed using any method of plant transformation 
including the one taught by Valvekens et al. It would have been obvious for one of the 
ordinary skill in the art to have been motivated to express Buell et al. nucleic acid 
sequence in a plant to produce a transgenic plant overexpressing said ammonium 
transporter. Given that Howitt et al. teach that ammonium transporters are involved in 
growth improvement in a plant through nitrogen uptake, one of the ordinary skill in the 
art would have been motivated to produce a transgenic plant expressing Buell et al. 
ammonium transporter for the purpose of improving growth and thereby increase the 
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yield of said transgenic plant. Obviously genetically modified transgenic seeds would 
have been produced for the purpose of propagation. 

It is important to emphasize that the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the 
primary reference; nor is it that the claimed invention must be expressly suggested in 
any one or all of the references. Rather, the test is what the combined teachings of the 
references would have suggested to those of ordinary skill in the art. See In re Keller, 
642 F.2d 413. 208 USPQ 871 (CCPA 1981). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347. 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, one of ordinary 
skill in the art would have arrived at the instantly claimed invention by combining the 
teachings of Buell et al., Valvekens et al., and Howitt et al. with reasonable expectation 
of success. 

It is maintained that the claimed invention as a whole is prima facie obvious over 
the combined teachings of the prior art. 

Conclusions 
9. Claims 38-40, and 50-55 remain rejected. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 
706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 CFR 



A shortened statutory period for reply to this action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is set to expire 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communicafion or earlier communications from the 
examiner should be directed to Vinod Kumar whose telephone number is (571) 272- 
5444. The examiner can normally be reached on 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone 
number for the organization where this appiicafion or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). DAVID H. KRUSE. PH.D. 



1.136(a). 



Contact Information 




